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35 U.S. Code § 154 - Contents and term of patent; provisional rights

(a)In General.

(1)Contents.
Every patent shall contain a short title of the invention and a grant to the patentee, his heirs or assigns,

of the right to exclude others from making, using, offering for sale, or selling the invention throughout
the United States or importing the invention into the United States, and, if the invention is a process, of
the right to exclude others from using, offering for sale or selling throughout the United States, or
importing into the United States, products made by that process, referring to the specification for the

particulars thereof.
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35 U.S. Code § 284 - Damages

Upon finding for the claimant the court shall award the claimant damages adequate to compensate for
the infringement, but in no event less than a reasonable royalty for the use made of the invention by the
infringer, together with interest and costs as fixed by the court.
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® Patent Hold-up : 1t=0ot =2 ZEE|S &7'0lH Sof 20|44 HEHR
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Microsoft v. Motorola

HTC v. Ericsson

3G v. HTC @&k

rEl o
r o

Motorola offer

- 802.11 SEPs: 2.25%

- H.264 SEPs: 2.25%
Microsoft: AH2fI8t &&
(Breach of contractual RAND
licensing obligation) 5! RAND
royalty 28 28

ZZE| A4k modified
Georgia-Pacific approach to
determining RAND royalties
Alopgl et

Ericsson offer: $2.50

HTC counter-offer: $0.10
HTC: A28t &5

Ericsson EHo. comparable
licenses & AF&510{, FRAND
£ [} established rates&

E@%

Ericsson offer= FRAND
U0 B2t

3G offer: $2.5

HTC counter offer:
$ 0.00005

3G U KPN: &l &5 H|7|
HTC: H| & &, EEE|=

RAND royalty =85} Of st

RAND royalty & ¢Qt&t
SE| AL LEEEQI
Georgia-Pacific 2 Mg
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HTC EHHA

THIRD AMENDED COMPLAINT FOR PATENT
INFRINGEMENT

- Further, at least by January 25, 2016,
Sisvel’s public web site stated that claim 18
of the ‘818 patent had been recognized as
essential to various standards, including
3GPP TS 21.111V7.1.0

- Further, at least by January 25, 2016,
Sisvel’s public web site stated that the '091
patent had been recognized as essential to

various standards, including 3GPP TS 24.173

V9.1.0

FIRST AFFIRMATIVE DEFENSE (Non-Infringement)
HTC does not infringe and has not infringed, literally
or ~ of the any of the patents-in-suit, ~~.

EIGHTH AFFIRMATIVE DEFENSE (Limitation on
Damages)

Plaintiffs’ alleged damages are limited, ~and the
limitations period further bars past damages claims.

NINTH AFFIRMATIVE DEFENSE (Failure to License
on FRAND Terms)

Plaintiffs are estopped from demanding relief that is
inconsistent with their obligation to offer a license
on terms that are fair, reasonable, and non-
discriminatory, ~.
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04. Pre-Suit Damages

35 U.S. Code § 287

‘
In the event of failure so to mark, no damages shall be recovered by the patentee in any action for
infringement, except on proof that the infringer was notified of the infringement and continued to infringe
thereafter, in which event damages may be recovered only for infringement occurring after such notice.
HTC =%
® A0 marking Off Ciet 21520 SleE=2, A5 O[Ol &2 &2 = 82
el T
® U0 A initial burden }&. £5{HE0| markingO| O*El‘ﬂ%2 XAl OF 2t
o L= CIAHHE| BELNKX] marking 2t A& HE2 MAISHK] LA,



Microsoft v. Motorola

a modified Georgia-Pacific analysis

- “RAND royalt[ies] should be set at a level
consistent with the [standard-setting
organizations]’ goal of promoting widespread
adoption of their standards,”

~~ Fundamentally, "a RAND commitment
should be interpreted to limit a patent holder
to a reasonable royalty on the economic value
of its patented technology itself, apart from
the value associated with incorporation of the
patented technology into the standard.” So,
“the court adopt[ed] a modified version of
the Georgia-Pacific factors to recreate a
hypothetical negotiation between the parties,”

~nNNJ
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3G v. HTC €8

ol

QIHI X Ol Georgia-Pacific analysis

- A reasonable royalty is the amount of royalty

payment that a patent owner and the alleged
infringer would have agreed to in a
hypothetical negotiation taking place at a
time prior to when the infringement first
began. In considering this hypothetical
negotiation, you should focus on what the
expectations of the patent owner and the
alleged infringer would have been had they
entered into an agreement at that time, and
had they acted reasonably in their
negotiations.
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06. Enhanced Damages Z1¥ &<t

3G 5%

Neutral. 3G Concedes HTC Did Not Copy

HTC Investigated the Scope of the Patents and Developed a

HTC Did Not Have a Good Faith Belief of Non-Infringement. Reasonable Belief in Non-Infringement and Invalidity

HTC's Litigation Conduct Warrants Enhancement. HTC's Conduct During the Litigation Was Reasonable
HTC's Size and Financial Condition Support Enhancement. HTC's Commercial Success Does Not Favor Enhancement
This Was Not a Close Case. This Case Was Close

Any Willful Infringement Spanned Less Than Two Years and

HTC's Misconduct Spanned Years Does Not Support Enhancement

The Only Meaningful Remedial Action Possible Was Exiting

HTC Never Took Remedial Action. the Handset Market, Which HTC Did

Neutral. HTC Had No Motivation to Harm Plaintiffs
Neutral. HTC Did Not Conceal Its Actions
100% SN no enhancement in any amount
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Microsoft v. Motorola HTC v. Ericsson 3G v. HTC

e Motorola offer e Ericsson offer: $2.50, == e 3G offer: $0.37 for the
- 802.11 SEPs: 2.25% 1% with $1 floor, $4 cap entire pool
g4 (2t $4.5) o HTC offer: $0.10 e HTC offer: $0.0000555
- H.264 SEPs: 2.25% (S°11d9)
(A7t $4 billion)
e RAND royalty rate e Ericsson A|2I= FRAND ZHY e HTC: GHE 2Q KPNIY
- 802.11 SEPs: 3.471 cents, o T offert Y =M A Settlement
- H.264 SEPs: 0.555 cents o 3G F¥: $0.49 (E5{109)
(A7t $1.8 million) HTC = XIF $ 0.02
S > initial offer & 2,200t} o HIHEEZ
miC} S - 091 55]: $0.37
R BT - 818 E3]: $0.37, $0.43

e Enhanced Damages (TI&%)
- 3G: 100% &
- HTC: 3% glg




GISC
2024

Global ICT Standards Conference 2024
o =
ZArerL| C}.

HANS] HS AL, 4.7 HEAIRA HR X 0| HI AL, 4-Z HEARL



mailto:sanghyun.baek@kimchang.com
mailto:ojkwon@kimchang.com

